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Dear Sir: 
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1 . Appellant's Reply Brief; and 
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E-Mail: IPDocket@mcnair.net 
Attorney for the Appellant 
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for Patents, P.O. Box 1450, Alexandria, 
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Dear Sir: 

COMES NOW the Appellant to present this Reply Brief in response to 
Examiner's Answer mailed December 1 5. 2006 and received December 20, 2006 in the 
above-captioned patent application. 
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APPELLANTS REPLY 

In response to the Examiner's Answer mailed December 15, 2006 in the above 
Identified Appeal, Appellant hereby files this Reply Brief under the provisions of 37 CFR 
§ 41 .41 . This Brief is being filed within two months of the Examiner's Answer and does 
not seek to introduce new evidence nor new issues but addresses erroneous 
conclusions of the Examiner. 

Appellant's invention is an improved golf tee and a method of making the 
improved tee. Appellant recognized that by reducing the friction on the ball supporting 
surface of a golf tee that a ball may be driven further, thus, providing the extra yardage 
that all golfers seek. Appellant discovered that such a friction-reducing surface could 
successfully be achieved by providing a layer of a suitable friction reducing material 
such as polytetrafluoroethylene material and adhering it to the ball support surface of a 
tee. The Examiner has objected to Appellant's claims to his tee as being obvious in 
view of the combination of cited prior art references. 

Appellant would now like to direct the Board's attention to page 5 of the 
Examiner's Answer where under the heading "(10) Response to Argument" the 
Examiner presents his reply to Appellant's arguments. Appellant's first point is that 
there is no anticipatory prior art. The Examiner fails to give full weight to the substance 
of that statement. Golf has been around for centuries and no one has provided a golf 
tee with a friction reducing surface. Without further argument, Appellant's development 
of such a surface now where none had existed before can only show that: (1) No one 
has ever thought to do so or, (2) If someone thought to do so he/she could not figure out 
how to do it. 
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Instead of recognizing that Appellant has satisfied a long felt need where no one 
else has thought to do so, the Examiner rejected Appellant's claims under 35 USC 103 
stating that Appellant's invention was obvious in view of the teachings of Whelan et al. 
when combined with Anderson, Chang, Fleischer and Lutz. Appellant has already 
demonstrated in his previously filed Brief why Whelan can not be properly combined 
with Anderson, Chang, Fleischer or Lutz. Whelan is directed to an environmentally 
friendly golf tee composed of grass seed compressed in the shape of a tee and coated 
with a plastic. 

Appellant would like to point out that the Examiner's argument reduces to a 

rejection of Appellant's claims on the discredited "obvious to try" theory. The cited 

secondary references, namely. Anderson, Chang, Fleischer and Lutz all show the use 

of a polytetrafluoroethylene material in different types of golf equipment. The 

Examiner's argument simply is that since a friction reducing material is used in the 

equipment shown in the cited references, then it would be obvious to try such a friction 

reducing material in a golf tee. The often cited case of In re Eli Lilly and Company, 14 

USPQ 2d, 1741 (CAFC, 1990) at 1743 illustrates a comparable situation in the following 

statement from the Court's opinion: 

"An "obvious-to-try" situation exists when a general disclosure may 
pique the scientist's curiosity, such that further investigation might be done 
as a result of the disclosure, but the disclosure itself does not contain a 
sufficient teaching of how to obtain the desired result, or that the claimed 
result would be obtained if certain directions were pursued." See 
generally In re O'Farrell, 853 F.2d 894, 903, 7 USPQ 2d, 1673, 1681 (Fed. 
Cir., 1988) (defining "obvious-to-try" as when prior art gives "only general 
guidance as to the particular form of a claimed invention or how to achieve 
it.") 

Thus, while "a general disclosure" of a friction reducing material "may pique" the 
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curiosity of one skilled in the art it is quite clear that the prior art which has been cited by 
the Examiner "does not contain a sufficient teaching of how to obtain the desired result." 
At best, the cited references give only a general disclosure about friction reducing 
material but do not give even "general guidance to the particular form of the claimed 
invention or how to achieve it." 

In the case of In Re OTarrell cited above at 1680 it is stated that "obvious-to-try" 
is not the standard under Section 103. Yet, the Examiner's rejection comes around to 
being a rejection on "obvious-to-try" because a friction-reducing material is used in other 
golf equipment. The use of such material on a tee was not known until Appellant 
devised a successful way of providing a friction reducing material on the ball support 
surface of the golf tee. 

f 

In a further demonstration of the non-obviousness of Appellant's invention, 
attention is directed to the well-known test \n Graham v. John Deere Co., 148 USPQ 
459 (SCT 1966) where it is well-known that the scope and content of the prior art is to 
be determined and then the difference between the prior art and the claimed invention is 
to be assessed. The prior art, as presented by the Examiner, is the golf tee of Whelan 
which is a tee of grass seed compressed in the shape of a golf tee and coated with 
either plastic or mica. No friction reducing golf tee surface is disclosed in Whelan nor in 
any other cited reference. The step across the difference between the prior art and 
Appellant's invention, may once made, look simple in hindsight but the questions have 
to be answered as to: Why would you do it? How would you do it? And once done, 
would the results be practical and beneficial? Appellant has answered these questions 
and taken the steps to provide a product which was not previously available, a product 
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that improves a golfer's game, and makes the improvement in an unexpected way. 


In view of the foregoing, Appellant submits that he has demonstrated that his 


invention is not obvious in view of the cited art and a favorable decision is earnestly 


requested. 


Respectfully submitted, 


William D. Lee. Jr. {J 
Registration No. 22,660 
McNair Law Firm, P.A. 
P.O. Box 10827 
Greenville, SC 29603-0827 
Telephone: (864) 232-4261 
Facsimile: (864) 232-4437 
E-Mail: IPDocket@mcnair.net 
Attorney for the Appellant 
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